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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1. Claims 1-11 and 34 are rejected under 35 U.S.C. 101 as not falling within one of 
the four statutory categories of invention. Supreme Court precedent 1 and recent Federal 
Circuit decisions 2 indicate that a statutory "process" under 35 U.S.C. 101 must (1) be 
tied to another statutory category (such as a particular apparatus), or (2) transform 
underlying subject matter (such as an article or material) to a different state or thing. 
While the instant claim recites a series of steps or acts to be performed, the claim 
neither transforms underlying subject matter nor is positively tied to another statutory 
category that accomplishes the claimed method steps, and therefore does not qualify as 
a statutory process. For example the method including the steps of receiving and 
transmitting is of sufficient breadth that it would be reasonably interpreted as a series of 
steps completely performed mentally, verbally or without a machine. The applicant has 
provided no explicit and deliberate definition of "receiving" or "transmitting" to limit the 
steps to the electronic form of communication (surface mail), and the claim language 
itself is sufficiently broad to read on a person being shown a printout of information, 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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mentally determining/specifying the one of delivery media to be a surface mail, and 
physically carrying/mailing the document to the said recipients. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 34-36 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims recite the limitation of "said method 
substantially as herein disclosed with reference to any one of Figs. 1-10 of the 
accompanying drawings." It is unclear as to what the scope of "any one of Figs. 1 -1 0 of 
the accompanying drawings." 

Claims 5, 16 and 27 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claims recite the step of "selecting a 
merging process for said document template type". It is unclear as to exactly what is 
being merged with what. Furthermore, it is unclear if there is any difference between 
"template document" and "document template type". Clarification/explanation from the 
Specification is requested. 

Claims 6, 17 and 28 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claims recite the limitation of "said 
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respective merging process". It is unclear if this merging process is referring to the 
merging performed in claim 4 or claim 5. Or are they simply the same? 
Clarification/explanation from the Specification is requested. 

Claims 11, 22 and 33 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claims recite the limitation of "said 
delivery media type including one or more new media types". It is unclear if the new 
media types are one of transmission methods or the physical documents to be 
transmitted. Clarification/explanation from the Specification is requested. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 2, 7-13, 18-24 and 29-36 are rejected under 35 U.S.C. 102(e) as being 



anticipated by Linde U.S. Patent Application Pub. No. 2002/0184086. 



Application/Control Number: 10/523,153 Page 5 

Art Unit: 2625 

With respect to claim 1, Linde discloses a method for bulk communication of 
information to recipients via multiple delivery media including facsimile, email, surface 
mail, and SMS messaging (fig. 1), said method including the steps of: 

receiving via a single interface information for distribution including information 
regarding recipients (receiving the subscriber preference information in paragraph 30); 
and 

transmitting at least one document based on said received information using a 
specified one of said delivery media for each of said recipients based on said recipients' 
delivery preferences (paragraphs 34 & 38). 

With respect to claim 2, Linde discloses the method according to claim 1, 
further including the step of escalating transmission of said at least one document using 
a different one of said delivery media for each of one or more of said recipients for 
whom transmission by said specified delivery media fails (paragraph 38, lines 18-24). 

With respect to claim 7, Linde discloses the method according to claim 2, 
further including the steps of: 

converting said at least one document into a format suitable for said specified 
one or different one of delivery media for each recipient (note that the document must 
be converted into a specified format in order to transmit to the document via email or 
facsimile communications); and 

sending said formatted document to a carrier for transmission using said 
specified one or said different one of said delivery media (paragraph 35). 
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With respect to claim 8, Linde discloses the method according to claim 7, 
further including the step of processing a report from said carrier regarding said 
transmission to provide status information regarding delivery of said document to each 
recipient (receiving the fail notice in paragraph 38, lines 18-34). 

With respect to claim 9, Linde discloses the method according to claim 8, 
wherein said escalating step is dependent upon said status information (paragraph 38, 
lines 18-34).. 

With respect to claim 10, Linde discloses the method according to claim 1 , 
wherein said delivery media includes archiving (note that all emails are archived until 
the user specifically deletes the emails). 

With respect to claim 11, Linde discloses the method according to claim 1, 
wherein said delivery media includes one or more new media types (PDA transmission 
in paragraph 35). 

With respect to claims 12, 23 and 34-36, arguments analogous to those 
presented for claim 1 , are applicable. 

With respect to claims 13 and 24, arguments analogous to those presented for 
claim 2, are applicable. 

With respect to claims 18 and 29, arguments analogous to those presented for 
claim 7, are applicable. 

With respect to claims 19 and 30, arguments analogous to those presented for 
claim 8, are applicable. 
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With respect to claims 20 and 31, arguments analogous to those presented for 
claim 9, are applicable. 

With respect to claims 21 and 32, arguments analogous to those presented for 
claim 10, are applicable. 

With respect to claims 22 and 33, arguments analogous to those presented for 
claim 11, are applicable. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 3-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linde as applied to claim 1 above, and further in view of Powers U.S. Patent No. 
6,446,115. 

With respect to claim 3, Linde teaches the method according to claim 1, 
wherein said received information includes data specific to each recipient (paragraph 
41). 

Linde, however, does not explicitly teach that the received information includes 
one or more template documents. 
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Powers, the same field of endeavor of the bulk communication, teaches the 
method of receiving recipient information including one or more templates documents 
and data specific to each recipient (fig. 3C). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the communication method of Linde to include the step of receiving the 
one or more templates documents as taught by Powers. 

The suggestion/motivation for doing so would have been to automatically 
populate the corresponding template with the document contents in accordance with the 
user's preferences. 

Therefore, it would have been obvious to combine Linde with Powers to obtain in 
the invention as specified in claim 3. 

With respect to claim 4, the combination teaches the method according to 
claim 3, further including the step of merging said one or more template documents and 
said data specific to each recipient to provide said at least one document for each of 
said recipients (fig. 3C of Powers and paragraph 41 of Linde). 

With respect to claim 5, the combination teaches the method according to claim 

4, further including the steps of determining a document template type for each delivery 
media and selecting a merging process for said document template type (fig. 3C of 
Powers and paragraph 41 of Linde). 

With respect to claim 6, the combination teaches the method according to claim 

5, wherein said data specific to each recipient is provided to said respective merging 
process (fig. 3C of Powers and paragraph 41 of Linde). 
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5. Claims 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linde as applied to claim 12 above, and further in view of Powers. 

With respect to claims 14-17, arguments analogous to those presented for 
claim 3-6, are applicable. 

6. Claims 25-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Linde as applied to claim 12 above, and further in view of Powers. 

With respect to claims 25-28, arguments analogous to those presented for 
claim 3-6, are applicable. 
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Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571)272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CHAN S PARK/ 
Primary Examiner, Art Unit 2625 

April 9, 2009 



